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THE MAILING DATE OF THIS COMMUNICATION. 




Status 

1 )S Responsive to communication(s) filed on 15 April 2004 . 
2a)IEl This action is FINAL. 2b)n Tills action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim{s) 24-47 is/are pending in the application. 

4a) Of the above ciaim(s) 43-45 is/are withdrawn from consideration. 

5) IE1 Claim(s) 24-36.41.42 and 46 is/are allowed. 

6) 13 Claim(s) 37-40. 47 is/are rejected. 

7) n Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

lOjD The drawing{s) filed on is/are: ajD accepted or b)n objected to by the Examiner. 

Applicant may not request that any objecUon to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acitnowiedgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
a)n Ail b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. \3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC§112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

2. Claims 38 and 39 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 36 the phrase "The SC paper according to claim 36," lacks of antecedent basis, 
since claim 36 is not drawn to a SC paper. 

In claim 39 the phrase "The SC-B paper" lacks of antecedent basis. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 37-40 and 47 are rejected under 35 USC 103(a). This rejection is set forth in the 
prior Office action mailed on May 13, 2003. 

Response to Arguments 

5. Applicant's arguments filed on April 1 5, 2004 have been fully considered but they are not 
persuasive. 
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Regarding claim 47, applicants define a wood containing pulp as one with at least 10% of 
lignin on it. Yet claim 47 still has the limitation in which the lignin content is at least 5%. 
As explained in previous actions, still reads on the pulp disclosed by the reference. 
As to claims 37-40, the examiner contends that the pulp taught by the reference can/could 
be used in Super Calender papers, SC papers, or as newsprint. Note that the type of pulp 
used to make those papers is not claimed and that it is well known in the art the mixture 
of wood-free and wood-containing pulps in the making of those claimed papers. One of 
ordinary skill in the art would have reasonable expectation of success if the pulp taught 
by Gil were used, at least in a minor proportion with respect to the total amount of pulp. 

6. Claims 24-36, 41-42 and 46 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject matter: the 
cited reference does not teach nor suggested the use of a . colloidal PCC in a pulp having at least 
10% of a lignin containing pulp, as claimed. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose A Fortuna whose telephone number is 571-272-1 188. The 
examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1189. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application maybe obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appHcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-91 97 (toll-free). 
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